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Honorable Commissioner 

for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Brief on Appeal under 37 C.F.R. §41.37 

Sir: 

This is an appeal from the Examiner's final rejection of Claims 1 
to 3, 10, and 18 to 21, dated April 06, 2006. Claims 1 to 3, 10, and 
18 to 21 are currently pending. 
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Real Party in Interest: 

The real party in interest is BASF Aktiengesellschaf t , 67056 Lud- 
wigshaf en, Germany. 

Related Appeals and Interferences: 

To the best of the undersigned's knowledge, there are no related 
appeals or interferences within the meaning of 37 C.F.R. 
§41. 37(c) (1) (ii) . 

Status of the Claims: 

Claims 1 to 3 , 10, and 18 to 21 are currently pending; 

Claims 4 to 9 and 11 to 17 were canceled; 

Claims 1 to 3 , 10, and 18 to 21 stand rejected; 

No Claim(s) stand(s) allowed; 

No Claim(s) stand(s) objected to; and 

No Claim(s) stand(s) withdrawn from consideration. 

A copy of the claims currently pending in the application is 
provided in the Claims Appendix of this paper. 

Status of the Amendments: 

Claims 1 to 3, 10, and 18 to 21 in the currently pending wording 
were presented with appellants' paper dated January 11, 2006, in re- 
ply to a non-final Office action mailed on August 05, 2005. 

No further amendments to the application have been filed in this 
application subsequent to the final rejection. 

Summary of the Claimed Subject matter: 

Claim 1 is the sole independent claim currently pending in the 
application. According to Claim 1, appellants' invention pertains to 
a particular process for the preparation of graft copolymers of poly- 
vinyl esters by polymerizing (a) one or more vinyl ester of aliphatic 
d— C 2 4— carboxylic acids 1 ) in the presence of (b) certain polyethers of 



1) Claim 1; cf. also page 2, indicated lines 8 and 9, and page 11, indicated line 19, 
to page 13, indicated line 28, of the application. 
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formula (I) 2 ) which are solid at room temperature, 3 ) and optionally 
(c) at least one other monomer 4 ) and adding a free-radical initiator 
system. 5 ) 

More specifically, appellants' process requires that the free- 
radical initiator system which is added to the polymerization be "a 
solution consisting of a free-radical initiator and a liquid polyeth- 
ylene glycol" and that the liquid polyethylene glycol of the free 
radical initiator system have "a molecular weight between 88 and 1000 
which polyethylene glycol is liquid at room temperature ." 6 > 

Appellants have found that the utilization of the particular ini- 
tiator system ensures that the grafting reaction can be managed more 
safely 7 ) than prior art procedures in which the free radical initiator 
is combined with the monomers and polyethylene glycol or polyether 
grafting base before the polymerization or in the feed. 8 ) 

Claims 2, 3, 10 and 18 to 21 depend upon Claim 1 and incorporate 
the pertinent elements of Claim 1 by reference. The dependent claims 
will not be discussed separately in this paper, and a summary of the 
subject matter of the dependent claims is therefore not required. 



Ground(S) of Rejection to be Reviewed: 

Whether the Examiner erred finding that the subject matter of 
appellants' Claims 1 to 3 , 10, and 18 to 21 was prima facie obvious 
under 35 U.S.C. §103(a) in light of the teaching of GB 922,457 when 
taken in view of the disclosure of Wu et al . (US 5,338,813). 



2) The definition of formula (I) as set forth in Claim 1 has been omitted since it is 
of no relevance with regard to the arguments presented in this brief . 

3) Claim 1; cf. also page 2, indicated lines 11 and 12, and page 3, indicated line 14, 
to page 4, indicated line 13, of the application. 

4) Claim 1; cf. also page 2, indicated line 14, and page 13, indicated line 30, to 
page 18, indicated line 2, of the application. 

5) Claim 1; cf. also page 2, indicated lines 16 to 18, and page 19, indicated lines 22 
to 37, of the application. 

6) Claim 1; cf. also page 2, indicated lines 16 to 18, page 2, indicated line 45, to 
page 3, indicated lines 3, as well as "Feed 2" referenced in connection with Exam- 
ple 1 on page 21, indicated line 40 and 41, of the application. 

7) Cf. page 2, indicated lines 45 to 47, of the application. 

8) Cf. page 1, indicated lines 39 to 41, of the application. 
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Argument (S) 

The Examiner ' s conclusion that the subject matter of appellants' 
Claims 1 to 3 , 10 and 18 to 21 was unpatentable under 35 U.S.C. 
§103 fa) in light of the teaching of GB 922,457 when taken in view of 
the disclosure of Wu et al. is, for the following reasons, deemed to 
be in error . 

When applying 35 U.S.C. 103, it is inter alia necessary that the 
references be considered as a whole, that the references suggest the 
desirability and thus the obviousness of making the claimed combina- 
tion, and that the references be viewed without the benefit of imper- 
missible hindsight vision afforded by the claimed invention. 9 ) In de- 
termining obviousness the decisionmaker therefore has to return to 
the time at which the invention was made. 10 ) Moreover, three basic 
criteria have to be met in order to establish a prima facie case of 
obviousness : 

( 1 ) There must be some suggestion or motivation, either in the refer- 
ences themselves or in the knowledge generally available to one 
of ordinary skill in the art, to modify the reference or to com- 
bine the reference teachings, 

(2) there must be a reasonable expectation of success, and 

(3) the prior art reference or the combined references must teach or 
suggest all of the claim limitations. 

Also, the teaching or suggestion to make the claimed combination and 
the reasonable expectation of success must both be found in the prior 
art and cannot be based on the applicant's disclosure. 11 ) 

A review of the arguments which were made by the Examiner in 
support of the rejection of appellants' claims reveals that the Ex- 
aminer failed to view the references without the benefit of impermis- 
sible hindsight vision afforded by appellants' invention. The Ex- 
aminer further failed to show that the references suggest the desir- 
ability and thus the obviousness of making the combination of ele- 
ments which characterizes appellants' invention. The Examiner's con- 
clusion is therefore in error and the rejection should be reversed. 

9) Hodosh v. Block Drug Co., Inc., 786 F.2d 1136, 1143 n.5, 229 USPQ 182, 187 n.5 
(Fed. Cir. 1986). 

10) E.g. Uniroyal, Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 5 USPQ2d 1434 (Fed. Cir. 
1988), cert, denied, 488 U.S. 825 (1988); Gilette Co. v. S.C. Johnson & Son, Inc., 
919 F.2d 720, 16 USPQ2d 1923 (Fed. Cir. 1990). 

11) In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991). 
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When summarizing the teaching of GB 922,457 the Examiner pointed, 
inter alia, to certain technical aspects addressed in the reference 
regarding the graft copolymer izat ion of vinyl esters and polyalkylene 
glycols using a free-radical initiator which is taught, namely 

that the graft copolymerization was conducted in a homogeneous 
phase whereby the polyethylene glycol was dissolved in the vinyl 
ester monomer (s) in the presence or absence of a solvent; 12 ) and 
that the graft copolymerization was induced by means of a radical 
forming chain transfer mechanism. 13 ) 
The Examiner noted correctly that the illustrative examples employed 
a procedure in which a solution of the vinylester, the polyalkylene 
glycol and the initiator was polymerized and wherein residual por- 
tions of the respective solution were subsequently added to the reac- 
tion mixture. 14 ) As such, the procedure described in the British ref- 
erence entails the hazardous conditions which appellants' invention 
seeks to avoid. 15 ) 

The Examiner acknowledged this pertinent distinction stating that 
the reference "does not specifically teach the addition of free-radi- 
cal initiator system in solution consisting of a free radical initia- 
tor and a liquid polyethylene glycol having a molecular weight be- 
tween 88 and 1000. " 16 ) 

However, to overcome the deficiency of the British reference the 
Examiner turned to Wu et al . for disclosing a polymerization process 
in which a free-radical initiator was added to a polymerization reac- 
tion as a solution consisting of the initiator and a liquid polyeth- 
ylene glycol having a molecular weight of 300 (in the following also 
referred to as PE6-300 ) . 17 > The Examiner derived the motivation to 
employ the measure taken in the polymerization of Wu et al. in the 
context of the graft copolymerization addressed in the primary refer- 
ence from Wu et al.'s disclosure that PEG-300 acted as a chain trans- 
fer agent to control the molecular weight and the polydispersity of 
the polymer obtained in accordance with the secondary reference. 18 ) 



12) Final action page 3, lines 7 to 10. 

13) Final action page 3, lines 18 to 20. 

14) Final action page 3, lines 14 to 17. 

15) Page 1, indicated line 39, to page 2, indicated line 18, of the application. 

16) Final action page 4, lines 1 to 3 . 

17) Final action page 4, lines 4 to 10. 

18) Final action page 4, lines to 18. 
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The Examiner argued that the addition of Wu et al.'s chain transfer 
agent was desirable in the graft copolymer ization of the British ref- 
erence in order to achieve a better control of the molecular weight 
distribution and polydispersity 19 ) because "the grafting of the mono- 
mers along the polyalkylene glycol chains is induced by means of a 
radical- forming chain transfer mechanism." 20 ) 

The rationale underlying the Examiner's reasoning is flawed, and 
the motivation which is construed by the Examiner does not flow log- 
ically from information which is conferred by the references. The 
Examiner's arguments are therefore clearly guided by knowledge 
gleaned from applicants' invention rather than the teachings and dis- 
closures of the cited references. 

The disclosure of Wu et al . pertains to the manufacture of poly- 
vinyl pyrrolidone (PVP) homopolymer in aqueous solution and the chain 
transfer agent of choice is, in this context, polyethylene glycol 
(PEG) having a molecular weight of about 300. 21 > In addition, the 
reference explains: 22 ) 

The molecular weight distribution of high molecular weight poly- 
mers can also be controlled in a free radical polymerization at 
high conversion using chain transfer agents as additives . In such 
processes , chain transfer can occur in the free radical polymer- 
ization between the growing chain and the monomer, polymer and/ or 
solvent, chain [sic] transfer agents have hydrogen atoms or other 
atoms which are more labile in a free radical polymerization than 
the hydrogen atoms on the monomer or polymer. The chain transfer 
agent thus functions by terminating a growing chain by providing 
a more labile hydrogen atom to the growing chain. This mechanism 
can be used to control the molecular weight distribution of the 
polymer obtained . 

These explanations show that, in general, any compound which is capa- 
ble of providing such a "more labile hydrogen atom" to a growing 
polymer chain functions as a chain transfer agent. Notwithstanding 
the fact that Wu et al. employ PEG-300 as chain transfer agent in the 
manufacture of polyvinyl pyrrolidone (PVP) homopolymer, this also 
shows that any polyalkylene glycol provides the necessary "more la- 
bile hydrogen atom" and functions as a chain transfer agent. The 



19) Final action page 2, lines 11 to 22. 

20) Page 2, indicated lines 18 to 21, of GB 922,457. 

21) Col. 2, indicated lines 25 to 36, of US 5,338,814. 

22) Col. 1, indicated lines 34 to 48, of US 5,338,814; emphasis added. 
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Examiner acknowledged this fact stating: "Thus, '457 teaches that 
liquid and solid polyethylene glycol function as a chain transfer 
agents [sic] because both produce graft copolymers." 23 '* 

Notably, the graft copolymer izat ion described in GB 922,457 man- 
dates the presence of polyalkylene glycol in the polymerization mix- 
ture since the respective compound provides the chain onto which the 
monomers are to be grafted. As such, the conditions prevalent in the 
graft copolymerization of the British reference are clearly not com- 
parable with, or equivalent to, the conditions of Wu et al.'s homopo- 
lymerization of vinylpyrrolidone . Most pertinently, since the British 
reference employs polyalkylene glycols as the grafting base, the 
reaction mixture which is present under the conditions addressed in 
this reference already contains an abundance of the polyalkylene gly- 
col "chain transfer agent" and therefore provides a pool of "more 
labile hydrogen atom" which can be added to growing polymer chain(s). 
There is, accordingly, no necessity whatsoever to introduce any addi- 
tional polyethylene glycol to induce the radical forming chain trans- 
fer mechanism underlying the graft copolymerization of GB 922,457. 
Also, the procedural measures which are taken in accordance with the 
British reference ensure that the polyalkylene glycol "chain transfer 
agent" is continuously provided by adding residual amounts of the 
mixture of monomers, polyalkylene glycol and initiator over a certain 
amount of time after the graft copolymerization has been started. 24 ) 

When the references are viewed from the standpoint of a person of 
ordinary skill in the art who was not imbued with knowledge gleaned 
from appellants' invention, the combined references clearly cannot 
suggest the desirability and thus the obviousness of the subject mat- 
ter of appellants' claims. As shown in the foregoing, a person of 
ordinary skill in the art who had the references before him could not 
reasonably expect to achieve any particular result by introducing the 
polyethylene glycol chain transfer agent of Wu et al . into the graft 
copolymerization reaction described in GB 922,457. Contrary to the 
Examiner's position, the references therefore clearly fail to suggest 
the desirability and thus the obviousness of making the combination 
of elements which characterizes appellants' invention. 



23) Advisory action dated August 24, 2006, Continuation Sheet (PTO-303) lines 19 and 
20. 

24) Cf. the Examiner's summary of Example 2 on page 3, lines 14 to 17, of the final 
Office action. 
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The foregoing analysis of the information which was available 
from the teaching of GB 922,457 and the disclosure of Wu et al . at 
the time appellants made their invention also shows why basic crite- 
ria for establishing a prima facie case of obviousness are not met. 
The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior 
art, and cannot based on the applicant's disclosure. 25 ) "To support 
the conclusion that the claimed invention is directed to obvious sub- 
ject matter, either the references must expressly or impliedly sug- 
gest the claimed invention or the examiner must present a convincing 
line of reasoning as to why the artisan would have found the claimed 
invention to have been obvious in light of the teachings of the ref- 
erences . " 26 > 

When these established principles are properly applied it is ap- 
parent that the Examiner failed to show that there was some sugges- 
tion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to 
modify the reference or to combine the reference teachings: 

According to the Examiner, the suggestion or motivation arises 
from a desire to employ a chain transfer agent in the graft copolym- 
erization of GB 922,457. However, the "chain transfer agent" is al- 
ready present in the graft copolymerization reaction mixture in abun- 
dance in form of the polyalkylene glycol which is used as the graft- 
ing base. It should also be borne in mind that the species which are 
involved in the chain transfer occurring in the homopolymerization of 
vinyl pyrrolidone of Wu et al . and in the graft copolymerization of 
GB 922,457 differ materially and the same applies to the conditions 
under which the respective reactions are conducted: Wu et al.'s homo- 
polymerization takes place in aqueous solution whereas the British 
reference states: "To improve the probability of transfer, it is pre- 
ferred to polymerize in homogenous phase in the absence of additional 
solvents . " 27 > 

When the above principles are properly applied it is also evident 
that the Examiner failed to show that there was a reasonable expecta- 
tion of success: 

According to the Examiner, a person of ordinary skill in the art 



25) In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991) 

26) Ex parte Clapp, 227 USPQ 972, 973 (BPAI 1985). 

27) Page 2, indicated lines 21 to 24, of GB 922,457. 
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would have expected to arrive at a better control of the molecular 
weight distribution and the polydispersity of the graft copolymer. 
However, as also noted by the Examiner, "Thus, '457 teaches that 
liquid and solid polyethylene glycol function as a chain transfer 
agents [sic] because both produce graft copolymers." 28 ) The chain 
transfer function in the graft copolymer izat ion of the British refer- 
ence is, accordingly, provided in either case and it is of no moment 
whether the polyalkylene grafting base is in liquid or in solid form. 
Also, GB 922,457 states: "As polyalkylene glycols there are suitable , 
for example, polyethylene glycols having a molecular weight of 106 to 
several millions, preferably in the range from 1,000 to 30 ,000 ." 29 > 
This means that, under the conditions of the graft copolymer izat ion 
of the British reference, the chain transfer agent of Wu et al. would 
reasonably be expected to act as a grafting base, thereby increasing 
the molecular weight distribution and the polydispersity of the 
grafted product. The beneficial effect which the PEG-300 chain trans- 
fer agent has on the homopolymerization of vinyl pyrrolidone in 
aqueous solution which is disclosed by Wu et al . can, therefore, 
clearly not be expected to arise in the context of the graft copolym- 
erization taught in GB 922,457. 



Conclusion 

In light of the foregoing reasons and explanations as well as the 
explanations already presented by appellants in their papers dated 
January 11, 2006, and July 06, 2006, 30 > it is respectfully urged that 
the Examiner's final rejection of Claims 1 to 3 , 10 and 18 to 21 
under 35 U.S.C. §103(a) as being unpatentable in light of the teach- 
ing of GB 922,457 when taken in light of the disclosure of Wu et al . 
was in error. Appellants therefore respectfully request that the Ex- 
aminer's rejection be reversed. Favorable action is solicited. 



Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees, to Deposit 



28) Advisory action dated August 24, 2006, Continuation Sheet (PTO-303) lines 19 and 
20. 

29) Page 2, indicated lines 70 to 73, of GB 922,457. 

30) The respective papers are herewith incorporated by reference. 
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Please credit any excess fees to such deposit 
Respectfully submitted, 

Novak Druce DeLuca & Quigg 



J aipes/jfeme n i c k 

^Jfe^VHo- 36,902 

1300 Eye Street, N.W. 
Suite 400 East Tower ' ' 

Washington, D.C. 20005 
(202) 659-0100 

End.: Claims Appendix (Appendix I) 

Evidence Appendix (Appendix II) 

Related Proceedings Appendix (Appendix ill) 

JR/BAS 



Account No. 14.1437. 
account . 
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Appendix I: 

Claims Appendix 

1. A process for preparing graft copolymers of polyvinyl esters 
which comprises polymerizing 

a) at least one vinyl ester of aliphatic Ci— C 2 4— car boxy lie acids 
in the presence of 

b) polyethers which are solid at room temperature and have the 
general formula I 

R 1 -j- O — (R 2 -0) u — (R 3 -0) v — (Rt-OJvr-f-A — ■ (R s -0) x — (R 6 -0) y — (R 7 -0) z jj R 8 J 

in which the variables have the following meaning, indepen- 
dently of one another: 

R 1 hydrogen, Ci-C 2 4-alkyl, R 9 -C(=0)-, R 9 -NH-C(=0)-, polyalc- 

ohol residue; 
R 8 hydrogen, C 1 -C 24 -alkyl, R 9 -C(=0)-, R 9 -NH-C(=0)-; 
R2 to R 7 -(CH 2 ) 2 -f -(CH 2 ) 3 -, -(CH 2 ) 4 -, -CH 2 -CH(CH 3 )-, 

-CH 2 -CH ( CH 2 -CH 3 )-, -CH 2 -CHOR 10 -CH 2 -; 



R 9 


C]— C 24 — alkyl; 


R 10 


hydrogen, 


Ci-C 24 -alkyl, R 9 -C(=0)-; 


A 


-C(=0)-0- 


-C ( =0 ) -B-C ( =0 ) -0- , -C ( =0 ) -NH-B-NH-C ( 


B 


-(CH 2 ) t -, 


optionally substituted arylene; 




1 to 8; 




s 


0 to 500; 




t 


1 to 12; 




u 


1 to 5000 




V 


0 to 5000 




w 


0 to 5000 




X 


1 to 5000 




y 


0 to 5000 




z 


0 to 5000 





c) and optionally at least one other monomer 

by adding a free-radical initiator system, wherein the free-radi- 
cal initiator system is a solution consisting of a free-radical 
initiator and a liquid polyethylene glycol having a molecular 
weight between 88 and 1000 which polyethylene glycol is liquid at 
room temperature . 
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2. A process as claimed in claim 1, wherein the solution of the 
free-radical initiator is added continuously throughout the poly- 
merization reaction time. 

3. A process as claimed in claim 1, wherein liquid polyethylene gly- 
col is used as solvent for the free-radical initiator at room 
temperature . 

10. The process of claim 1, wherein the molecular weight of the liq- 
uid polyethylene glycol is between 100 and 600. 

18. A process as claimed in claim 1, wherein the solid polyether (b) 
has a molecular weight of from 1000 to 500,000. 

19. A process as claimed in claim 1, wherein the solid polyether (b) 
has a molecular weight of from 1000 to 100,000. 

20. A process as claimed in claim 1, wherein the solid polyether (b) 
has a molecular weight of from 1000 to 20,000. 

21. A process as claimed in claim 1, wherein the solid polyether (b) 
has a molecular weight of from 1000 to 15,000. 
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Appendix II: 

Evidence Appendix 



NONE 
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Appendix III: 

Related Proceedings Appendix 



NONE 
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